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In re Rack Room Shoes, Inc.
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E. Thomas Watson of Parker, Poe, Adans & Bernstein L.L.P. for
Rack Room Shoes, Inc.

El i zabeth A. Dunn, Trademark Exam ning Attorney, Law Ofice 109
(Deborah S. Cohn, Managi ng Attorney).

Bef ore Hohei n, Chapman and Wendel, Adm nistrative Tradenmark
Judges.

Qpi ni on by Hohein, Adm nistrative Trademark Judge:

Rack Room Shoes, Inc. has filed an application to
regi ster the mark "SAHARA' for "shoes".'

Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U.S.C. 81052(d), on the ground that
applicant's mark, when applied to its goods, is likely to cause
confusion, mistake or deception because it so resembles the mark
"SAHARA CLUB" and design, which is registered, as reproduced

below,

' Ser. No. 75/123,945, filed on June 24, 1996, which alleges a bona
fide intention to use the mark in comerce.
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SARARACLUEB
e

by the same registrant for, inter alia, the follow ng goods:?

(i) "nmens and wonens wearing apparel --
nanely, pants: rain pants, jeans, slacks,
dress shirts: knitted and woven sport
shirts; oversized shirts; T-shirts, |ounge
and occasi onal sport jackets made of knitted
woven nmaterials; suits; knitted and woven
sweaters; dresses; skirts; blazers, neckwear
such as neckties and scarfs, hats and
belts";® and

(ii) "boys, girls and infants wearing
apparel --nanely, pants; rainpants, jeans,
sl acks, dress shirts; knitted and woven sport
shirts; oversized shirts; T-shirts, |ounge
and occasi onal sport jackets made of knitted
woven nmaterials; suits; knitted and woven
sweaters; dresses; skirts; blazers, neckwear
such as4neckties and scarves; hats, and
bel ts".

? Al though registrant is also the owner of Reg. No. 1,717,118, issued
on Septenber 15, 1992, for the sane mark for "footwear, nanely shoes,
slippers, athletic shoes and sneakers" and which sets forth a date of
first use anywhere of May 1, 1991 and a date of first use in comerce
of May 30, 1991, it is not possible at this tinme to deternmine if the
registration is still subsisting or if it will be cancelled in due
course for failure of the registrant to file an affidavit pursuant to
Section 8(a) of the Trademark Act, 15 U.S.C. 81058(a). Consequently,

while the Examining Attorney also cited such registration as a bar

under Section 2(d) and finally refused registration to applicant in

view thereof, we have not further considered the registration other

than to note that it underscores the closely related nature of

registrant's other goods to applicant's shoes.

* Reg. No. 1,294,472, issued on September 11, 1984, which sets forth
dates of first use of October 31, 1980; combined affidavit 888 and 15.

“ Reg. No. 1,400,464, issued on July 8, 1986, which sets forth a date
of first use anywhere of April 1, 1985 and a date of first use in
commerce of July 1, 1985; combined affidavit 888 and 15.
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Appl i cant has appeal ed. Briefs have been filed,® but
an oral hearing not requested. W affirmthe refusal to
regi ster.

W note, as a prelimnary matter, that applicant does
not take issue with the Exam ning Attorney’s concl usion that
shoes and various itens of clothing are so inherently rel ated
that their sale under the sane or substantially simlar nmarks
woul d be likely to cause confusion as to source or sponsorship.
As the Exami ning Attorney points out, the Board has consistently
determ ned that shoes and wearing apparel are related goods which
are sold through the sane channels of trade to the sane
custoners. See, e.qg., In re Kangaroos U S. A, 223 USPQ 1025,
1026 (TTAB 1984); and U.S. Shoe Corp. v. Oxford Industries, Inc.,
165 USPQ 86, 87 (TTAB 1970). Such products, as stated by the
Board in B. Rich’s Sons, Inc. v. Frieda Oiginals, Inc., 176 USPQ
284, 285 (TTAB 1972), "are closely related goods which coul d be
purchased in the sanme retail outlets by the sane cl asses of
purchasers and often during the same shoppi ng excursion to
conpl ete an ensenble”. Applicant, in fact, admts that the
respecti ve goods herein are "overl appi ng products”.

Consequently, the only issue to be resolved is whether the

respective nmarks are so simlar that the contenporaneous sale

5

Bot h applicant and the Exam ning Attorney have cited various
dictionary definitions in their briefs. W have consi dered such
definitions inasnmuch as it is settled that the Board rmay properly take
judicial notice of dictionary definitions. See, e.qg., Hancock v.
American Steel & Wre Co. of New Jersey, 203 F.2d 737, 97 USPQ 330,
332 (CCPA 1953); and University of Notre Dane du Lac v. J. C. Gournet
Food Inports Co., Inc., 213 USPQ 594, 596 (TTAB 1992), aff’d, 703 F.2d
1372, 217 USPQ 505 (Fed. Cir. 1983).
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t hereunder of shoes and a variety of itens of clothing would be
likely to cause confusion as to origin or affiliation.

Appl i cant argues that the Exam ning Attorney has erred
i n concluding that confusion is |likely because "she [has] ignored
t he massive contribution in neaning, connotation, and visual
recognition that the 'row ng’ design nakes to the overal
comerci al inpression the SAHARA CLUB conposite mark," an el enent
which is not present in applicant’s "SAHARA" mark. Applicant
contends that when considered in their entireties, the respective
mar ks are "easily distinguishable” in comrercial inpression and,
thus, "the marks thenselves are not confusingly simlar".

Specifically, applicant asserts that, in addition to
the differences in sound between the marks as a result of the
presence of the word "CLUB" in registrant’s nmark, the
connot ati ons of such nmarks differ on account of the incongruity
i ntroduced by the "rowi ng design"” in registrant’s marKk.
According to applicant, "[w hen the inpression created by the
entire SAHARA CLUB mark is correctly analyzed, it is not at al
simlar to that of applicant’s mark" because:

The word "Sahara" al one denotes "the

great desert of Libya or Northern Africa."

The Conpact Edition of the Oxford English

Dictionary at 2621 (1979) [hereinafter

OE.D.]. Further, "Sahara" connotes the

attributes of that desert region, nanely

aridity, barrenness, and | ack of popul ation.

See id. at 697 ("desert"” defined as

"uni nhabited ... tract of country; now

conceived of as ... waterless and

treeless.”). The word "club” denotes "an

association formed to conbine the operations

of persons interested in the pronotion or

prosecuti on of sonme object; the purpose is

often indicated in the title." 1d. at 444.
Accordi ngly, "Sahara C ub" al one suggests a
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group of people organi zed to study, discuss,
or perhaps preserve the Sahara desert (cf.
the Sierra Club). Thus, when the "row ng"
design is ignored, the Exam ning Attorney’s
concl usi on that SAHARA CLUB neans "those who
i ke SAHARA" coul d be sound.

But this conclusion is only possible if
the rowi ng design is ignored in this
analysis, which it clearly may not be. ...
And when the rowi ng design is considered at
all, it becones obvious that [the] SAHARA
CLUB conposite mark cannot refer to "those
who |i ke SAHARA"; the conposite nmark can only
refer to sone type of row ng club
Qoviously, it is inpossible to row a boat - -
much less to establish a rowing club--in a
desert, and the Exam ning Attorney’s
conclusion that the three el enents of
"Sahara,"” "Club,"” and a row ng desi gn sonehow
add up to a desert reference i s nonsensical.

| ndeed, as used in the SAHARA CLUB nark,
the word "Sahara" |oses all definable
nmeaning. It certainly does not connote the
desert region it suggests when used alone in
t he SAHARA mark. |Instead, SAHARA CLUB
apparently suggests that the clothing to
which it is applied is the type worn by
menbers of row ng clubs and perhaps ot her of
t he sane social class. Thus, even though
SAHARA and SAHARA CLUB pl us row ng design
share one el enent, when the connotations of
t he non-shared el enents, including the row ng
design, are given their proper enphasis, the
total nmarks create very different comercia
i npressions. Cf. Squirtco. v. Thony [sic]
Corp., 697 F.2d 1038, 1041 (Fed. GCr. 1983)
(SQUIRT SQUAD confu5|ngly simlar to SQU RT
because "Squirt" retained its |exicographical
identity when used with "Squad").

Applicant, in this regard, further contends that, "[i]n
addition to reshaping the inpact created by the SAHARA CLUB nark,
the rowi ng desi gn enphasi zes the differences in wordi ng between
that mark and the SAHARA mar k" inasnmuch as:

The "row ng" synbol itself evokes the idea of

a "rowing club." See OE.D. at 2590 (listing

"rowi ng-cl ub” as one of the usual uses of
[the] word "rowing"). Indeed, the design
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appears to show two nmenbers of a row ng club

enjoying their favorite sport. Because there

is no counterpart to the rowi ng synbol or the

word "club” in the SAHARA nmark, that design

enphasi zes these inportant differences

bet ween the two marks, further |essening the

possibility that these marks woul d be

confusingly simlar.

The Exam ning Attorney, on the other hand, nmintains
that confusion is likely since, as stated by the Board in In re
Smith & Mehaffey, 31 USPQ2d 1531, 1534 (TTAB 1994): "Al though
consuners nmay well note the differences in the nmarks, they wil
assunme that the differences indicate variant nmarks of a single
source, rather than identify separate sources for the [goods]."

As support for her position, the Exam ning Attorney cites the

followi ng definitions fromthe The Random House Conpact

Unabridged Dictionary (Special 2d ed. 1996), which defines

"Sahara" at 1691 as "1. a desert in N Africa, extending fromthe
Atlantic to the Nile valley ... 2. any arid waste" and lists
"club" at 391 as, inter alia, "2. a group of persons organi zed
for social, literary, athletic, political, or other purpose".

In view of such definitions, the Exam ning Attorney
contends that, when considered in their entireties, neither the
word "CLUB" nor the design elenents in registrant’s mark change
t he neani ng or connotation of the word "SAHARA" therein fromthat
of such word alone, as used in applicant’s nark. The Exam ni ng
Attorney, in this regard, argues that:

The term SAHARA, which is arbitrary as

applied to footwear and clothing, forns the

strong common el enent of both marks. The

test of |ikelihood of confusion is not

whet her the marks can be distingui shed when
subj ected to a side-by-side conparison. The
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i ssue is whether the marks create the sane
overall inpression. Visual Information
Institute, Inc. v. Vicon Industries Inc., 209
USPQ 179 (TTAB 1980). The focus is on the
recol l ection of the average purchaser who
normal |y retains a general rather than
specific inpression of trademarks. Chenetron
Corp. v. Morris Coupling & danp Co., 203
USPQ 537 (TTAB 1979); Sealed Air Corp. V.
Scott Paper Co., 190 USPQ 106 (TTAB 1975);
TMEP section 1207.01(b).

The addition of the term CLUB does not
change the comercial inpression of the term
SAHARA. As shown by the dictionary
definition, a "club” is a group bound by a
comon purpose. Use of the term CLUB with
SAHARA refl ects the inpression of SAHARA
because a SAHARA CLUB wi Il be perceived to be
a group interested in the SAHARA. The
comerci al inpression created by the marks
SAHARA and SAHARA CLUB is the sane because
they both primarily denote SAHARA. In re
Smith and Mehaffey, 31 USPQ@d 1531 (TTAB
1994) (ROAD KILL CLUB OF AVERI CA and design
for t-shirts, sweatshirts and pullovers held
confusingly simlar to ROAD Kl LL CATERI NG f or
t-shirts, sweatshirts and aprons).

Nor does the addition of the design
el enent change the conmercial inpression of
the SAHARA CLUB mark as a whole. The design
of two people rowing is about a third of the
size of the words SAHARA CLUB, and appears
underneath it. The size and shape of the
scull are alnost identical to the underlining
of the SAHARA CLUB words. The design is not
a dom nant part of the nmark as a whol e.

In addition to being visually

uni nposi ng, the design elenent generally is
not the part of the mark used by consuners
when requesting the goods. Wen a mark
consists of a word portion and a design
portion, the word portion is nore likely to
be i npressed upon a purchaser’s nenory and to
be used in calling for the goods .... [In re
Appetito Provisions Co., 3 USPQR2d 1553 (TTAB
1987); Anpbco O Co. v. Anmerco, Inc., 192
USPQ 729 (TTAB 1976). Mboreover, because the
applicant’s mark is typed, and thus not
restricted to a particular stylization, the
literal portions [of the respective] narks

coul d be presented in a way which
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enphasi zed their simlarities. "Presentation

of a mark for registration in typewitten

form means that the mark may be displayed in

any style lettering, including,

presunptively, the sane style as that used by

the [other party]." [In re Mars, Inc., 221

USPQ 1185 ... (TTAB 1983) citing Pfizer, Inc.

v. Cody John Cosnetics, Inc., 211 USPQ 64, 68

(TTAB 1981).

Whil e we concur with applicant that the presence of the
sculling or rowing design in registrant’s "SAHARA CLUB" and
design mark | ends an el ement of incongruity or whinmsy to such
mark which is absent fromapplicant’s "SAHARA" mark, we agree
with the Exam ning Attorney that neither the design features nor
the word "CLUB" in registrant’s nark alters the neani ng or
connotation of the term"SAHARA". As used in registrant’s mark,
the term " SAHARA" has a neaning identical to that of applicant’s
mark, and it is precisely because of such identity in meaning
that the design of two rowers in a scull creates a whinsica
i ncongruity in registrant’s mark.

Nevert hel ess, as pointed out by the Exam ning Attorney,
the sculling or rowing design is plainly a subordinate el enent
when registrant’s mark is considered in its entirety. The words
"SAHARA CLUB" in such mark, as the Exam ning Attorney observes,
appear in a nuch larger size and style of lettering, and are far
nore visually promnent, than the design of two rowers in
registrant’s mark. The words "SAHARA CLUB," as the sole literal
elenent in registrant’s mark, would al so be used by purchasers

and potential custoners to call for or inquire about registrant’s

items of wearing apparel.
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Consequently, while visual and aural differences are
apparent on a side-by-side conparison of registrant’s "SAHARA
CLUB" and design mark and applicant’s "SAHARA' mark,® such
differences are insufficient to distinguish the marks since
overall they are substantially simlar in comercial inpression.
Bot h marks essentially convey the notion of the Sahara desert,
not wi t hst andi ng the i nharnoni ous or whinsical elenent lent to
registrant’s nmark by the sculling or row ng design, since the
term"CLUB" in registrant’s mark is suggestive of a collection of
weari ng apparel which would appeal to people who |Iike the sanme
styles or fashions. Accordingly, and in light of the closely
rel ated nature of shoes and itens of clothing, we conclude that
menbers of the purchasing public, even if they were to notice the
differences in the respective nmarks, would be likely to believe,
upon encountering applicant’s substantially simlar mark "SAHARA"
for shoes, that applicant’s goods constitute a new or expanded
product line fromthe sane source as the various itens of
clothing offered by registrant under the "SAHARA CLUB" and desi gn

mark. '

° A side-by-side conparison, as correctly noted by the Exam ning
Attorney, is not the proper test to be used in deternining the issue
of likelihood of confusion since it is not the ordinary way that
consuners will be exposed to the marks. Rather, it is the simlarity
of the general overall conmercial inpression engendered by the marks
whi ch nmust deternmine, due to the fallibility of menory and the
consequent |ack of perfect recall, whether confusion as to source or
sponsorship is likely. The proper enphasis is thus on the
recol | ection of the average purchaser, who normally retains a genera
rather that a specific inpression of trademarks or service nmarks.

See, e.g., Inre United Service Distributors, Inc., 229 USPQ 237, 239
(TTAB 1986); and In re Solar Energy Corp., 217 USPQ 743, 745 (TTAB
1983).

" See, e.g., Avon Shoe Co., Inc. v. David Crystal, Inc., 279 F.2d 607,
125 USPQ 607 (2d G r. 1960), cert. denied, 364 U. S. 909, 127 USPQ 555
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Deci sion: The refusal under Section 2(d) is affirmed.

G D. Hohein

B. A Chapman

H R Wendel
Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board

(1940) ["HAYMAKERS" for woren’s shoes held confusingly simlar to
"HAYMAKER' for women’s sportswear, including blouses, shirts, skirts
and dresses]; In re Kangaroos U. S. A, supra ["BOOVERANG' and design
for men’s shirts found confusingly simlar to "BOOVERANG' for athletic
shoes]; U.S. Shoe Corp. v. Oxford Industries, Inc., supra ["COBBIES'
for shoes held confusingly simlar to "COBBI ES BY COS COB" for wonen’s
and girls’ shirt-shifts]; and B. Rich’s Sons, Inc. v. Frieda
Oiginals, Inc., supra ["RICH S CHEVY CHASERS" for shoes found
confusingly sinmlar to "FRIEDA'S CHEVY CHASE ORI G NALS' for wonen’s
kni twear, nanmely, dresses, suits, skirts and bl ouses].
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